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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1 , 4-6, 9-10, and 21-28 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Yoo et al. (US. 5,605,853, previously cited), in view of Mehta (US. 
5,679,559, previously cited.). 

In regard to claims 1 , 5, 9, 18, 23 and 26, in fig. 7, Yoo et al. discloses a 
semiconductor comprising: 

a common substrate 10; 

an SRAM device 50 implemented on the common substrate and isolated by 
LOCOS isolation technique 12; and 

a flash EPROM device 70 implemented on the common substrate 10 and 
isolated by LOCOS isolation technique 12. 

Yoo et al., however, does not expressly disclose a second isolation technique 
such as STI to isolate the devices. Mehta, in fig. 18, teaches a first and second isolation 
techniques 200 and 230b filled with first and second materials 242 and 240 to separate 
the devices on the same substrate in order to scale the minimum spacing between 
regions, please see col. 6, last paragraph and the first depth is larger than second 
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depth. Furthermore, the trench isolation is needed in densely packed regions where the 
active spacing is small, such as a memory array in a DRAM, SRAM, or EPROM; see 
also, col. 4, lines 50-56. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
of the invention was made to use STI isolation technique as taught by Mehta in Yoo et 
al. substrate in order to scale the minimum spacing between regions. 

In regard to claims 4, 6, and 10, Yoo et al. discloses SRAM coupled EPROM for 
transmitting signals, see fig. 7. 

Regarding the processing limitations recited in (claims 1, 5, and 9) (implemented 
non-concurrently, etc.), this would not carry patentable weight in this claim drawn to 
structure. In re Thorpe, 227 USPQ 964 (Fed. Cir. 1985). 

In regard to claims 21-22, Yoo discloses the LOCOS field oxides are made of 
oxide; see col. 3, lines 60-61, and Metha also teaches LOCOS and STI are made of 
oxide, see col. 5, lines 45-46 and col. 6, lines 61-62, for example. 

In regard to claims 24 and 27, Mehta or Yoo shows the first structure and second 
structure are contiguous, see Mehta's fig. 18. 

In regard to claims 25 and 28, Mehta or Yoo further discloses the structures 
comprise oxide metal, see Yoo's fig. 7. 

Response to Arguments 

4. Applicant repeatedly submits, "Yoo does not teach or suggest that a SRAM and 
an EEPROM can be formed on the same IC, using non-LOCOS isolation process, such 



Application/Control Number: 09/31 5,599 Page 4 

Art Unit: 2814 

as a shallow isolation (STI) process. Nor does Yoo teach or suggest that a SRAM and 
an EEPROM can be formed on the same IC, using a combination of a LOCOS and STI 
isolation process." As addressed in the previous Official Action, the combination of Yoo 
and Mehta teaches the technique of using LOCOS and STI isolations. The LOCOS and 
STI apparently are different. Applicant's arguments against the references individually, 
one cannot show nonobviousness by attacking references individually where the 
rejections are based on combinations of references. See In re Keller, 642 F.2d 413, 
208 USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. 
Cir. 1986). 

Furthermore, applicants insist the limitations of a method of making the device, 
on pages 5-6. It is noted that applicant elected the device claims in the previous 
amendment, paper 15. The method claims, Group II, therefore, has been withdraw from 
the examination. The newly added limitation such as implemented concurrently also is 
process limitation, see above discussions. Thus, the device may be made by a different 
process, for example, simultaneously, as taught by Mehta, see col. 4, lines 48-51. 
Therefore, the processing limitations recited in (claims 1 , 5, and 9) (implemented non- 
concurrently, etc.), would not carry patentable weight in this claim drawn to structure. In 
re Thorpe, 227 USPQ 964 (Fed. Cir. 1985). 

In response to applicant's argument that there is no suggestion or motivation to 
combine the above references, the fact that applicant has recognized another 
advantage which would flow naturally from following the suggestion of the prior art 
cannot be the basis for patentability when the differences would otherwise be obvious. 
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See Ex parte Obiaya, 227 USPQ 58, 60 (Bd. Pat App. & Inter. 1985). In this case, 
Mehta indeed discusses the advantage of using STI trench technology over the 
LOCOS, for example, see Mehta's col. 4, lines 45-65 and col. 6, lines 45-65. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nathan W. Ha whose telephone number is (571) 272- 
1707. The examiner can normally be reached on M-TH 8:00-7:00(EST). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wael Fahmy can be reached on (571) 272-1705. The fax phone numbers 
for the organization where this application or proceeding is assigned are (703) 872-9306 
for regular communications and (703) 872-9306 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 
0956. 



